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5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 7,8 and 32-34 is/are rejected. 
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DETAILED ACTION 

Applicant's response filed on 11/12/2007 is acknowledged and fully considered. 
Status of Application, Amendments, And/Or Claims 

Claims 1-14, 18-20, and 22-34 are pending. 

Claims 1-6, 9-14, 18-20, and 22-31 remain withdrawn from further consideration as 
being drawn to a non-elected invention. 
Claims 7, 8 and 32-34 are under examination. 

Response to Arguments 
Claim Rejections - withdrawn 
Claim Rejections - 35 USC §112 

The rejection of claims 7, 8 and 32-34 are rejected under 35 U.S.C. 112, second 
paragraph, as being incomplete for omitting essential structural cooperative 
relationships of elements, such omission amounting to a gap between the necessary 
structural connections (i.e., in claim 7 (b) is not complete as the sentence stops at "the 
variant") is withdrawn in view of applicants' amendments to claim 7 (b). However, upon 
further consideration of the amendments to claim 7(b), a new ground of rejection is 
being made under 35USC 112, first paragraph. 
Claim Rejections - 35 USC §103 

The rejection of claim 7 under 35 U.S.C. 103(a) as being unpatentable over Tsui 
(US Patent No. 6,130,067) is withdrawn in view of applicants' amendments to claim 7 
(a) which recites the limitation "a peptide sequence of 4-55 amino acid residues". 
However, upon further consideration of the amendments made to claim 7, a new ground 
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of rejection is made for New Matter. It is noted to applicants that if the new matter is 
cancelled out, then the previously applied rejection under 35 USC 103(a) would be 
reinstated. 

New Ground of Rejection 
Claim Rejections - 35 USC § 112-New Matter 
Claims 7, 8 and 32-34 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. The new claims are not described in 
the Specification or the Claims as originally filed. 

The proscription against the introduction of new matter in a patent application (35 U.S.C. 132 and 
251) serves to prevent an applicant from adding information that goes beyond the subject matter 
originally filed. See In re Rasmussen, 650 F.2d 1212, 1214, 211 USPQ 323, 326 (CCPA 1981). See 
MPEP § 2163.06 through § 2163.07 for a more detailed discussion of the written description 
requirement and its relationship to new matter. The claims as filed in the original specification are part 
of the disclosure and, therefore, if an application as originally filed contains a claim disclosing material 
not found in the remainder of the specification, the applicant may amend the specification to include 
the claimed subject matter. In re Benno, 768 F.2d 1340, 226 USPQ 683 (Fed. Cir. 1985). Thus, the 
written description requirement prevents an applicant from claiming subject matter that was not 
adequately described in the specification as filed. New or amended claims which introduce elements 
or limitations which are not supported by the as-filed disclosure violate the written description 
requirement. See, e.g., In re Lukach, 442 F.2d 967, 169 USPQ 795 (CCPA 1971) (subgenus range 
was not supported by generic disclosure and specific example within the subgenus range); In re 
Smith, 458 F.2d 1389, 1395, 173 USPQ 679, 683 (CCPA 1972) (a subgenus is not necessarily 
described by a genus encompassing it and a species upon which it reads). While there is no in haec 
verba requirement, newly added claim limitations must be supported in the specification through 
express, implicit, or inherent disclosure. MPEP 2105. 

In the instant application, there is no support in the specification, as originally 
filed, for the claim limitation " a peptide sequence of 4-55 amino acid residues" selected 
from the group consisting of (a)-(f). Applicant states that [0042] of the specification on 
page 9 provides support for the upper limit of "55" residues. However the disclosure 
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does not support for a peptide range of any where from 4 aa to 55 aa in length. Claim 7 

(a) -(f) does not comprise any fragment of 55 amino acids in length. This is not 

persuasive because the specification on page 9, paragraph [0042] states: 

"a compound may be composed mainly from amino acid residues, and in that case the 
amino acid component of the compounds should comprise no more than a total of about 
55 amino acids." 

Therefore, the upper limit is "about 55 amino acids" which can be for example, 
53, 54, 55, 56, 57 or 58. Additionally, applicant states that page 7, paragraph [0031] a 
peptide sequence stretch of at least 5 aa combined with a 20% deletion limitation would 
support the newly cited limitation. This has been fully considered but not persuasive 
because the disclosure does not recite the limitation " a peptide of 4-55 residues" and 
by bringing two numbers from different context does not support the instantly claimed 
invention. Additionally, claim 7(b) says to delete up to 20% of aa of part 7(a) provided 
that at least 50% of the amino acids in the parent sequence are unaltered (at least 50% 
of 9 positions 143-151 of rhodopsin is minimum 5aa residues and 4 aa residues and 
therefore, the specification does not support for the lower limit of "4" amino acids. 
Therefore, claims 7, 8 and 32-34 are rejected under 35 USC 112, first paragraph-new 
matter. Applicant may want to amend the upper limit of "55 amino acid residues" to 
"about 55 amino acid residues". However this, in itself, will not overcome the rejection. 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 7, 8 and 32-34 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claim 7, the limitation "4-55 amino acid residues selected from the 
group consisting of renders the claim indefinite because the upper limit of amino acid 
residues (i.e., 55 residues) are not in the groups from which it could be selected. For 
example in claim 7 (a) recites: 

"a peptide sequence which is a continuous stretch of at least 5 amino acids present in 
the 7TM receptor in positions corresponding to the positions 143-151 of rhodopsin when 
the 2nd intracellular region of the 7TM receptor is aligned with the 2nd intracellular 
region of rhodopsin;" 

Thus, one skilled in the would know that residues 143-151 are 9 amino acids but 

one of the skill in the art would not know regarding other 46 amino acids of the limitation 

"4-55 amino acid residues" (i.e., 55-9 = 46) and from which amino acid sequence they 

are selected from. The claim requires selecting 4-55 amino acids from claim 7(a) which 

provides support for selecting up to 9 amino acids and therefore, other 46 amino acids 

of the limitation "4-55" can not be selected from claim 7 (a). Therefore, the metes and 

bounds of the claimed invention can not be determined. 

Conclusion 

No claim is allowed. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GYAN CHANDRA whose telephone number is 
(571)272-2922. The examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Nickol can be reached on (571 ) 272-0835. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Gyan Chandra/ 
Examiner, Art Unit 1646 

/Robert Landsman/ 
Primary Examiner, Art Unit 1 647 



